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DETAILED ACTION 

Claim Rejections - 35 USC $ 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e)the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-5, 7-9, 11, 17-21, 23, 25, 29-31, and 36 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Kurabayashi (U.S. 6,790,878). 

Kurabayashi discloses ink jet ink comprising liquid vehicle and polymer-dispersed 
pigment dispersed in liquid vehicle at pH of 3-8 wherein the polymer-dispersed pigment is 
pigment encapsulated with a polymer wherein the polymer is obtained from hydrophilic 
monomer such as vinyl sulfonic acid and (meth)acrylic acid and hydrophobic monomer such as 
styrene or alkyl (meth)acrylate. There is also disclosed system comprising substrate and ink jet 
pen containing the ink and method of printing an image comprising jetting the above ink onto 
substrate (col.l, lines 19-16, col.3, lines 50-52 and 58-67, col.4, line 66-col.5, line 4, col.6, lines 
14 and 45-47, col.8, lines 1-21 and 34-36, col.9, lines 13-21, col.10, lines 1-2 and 1 1-16, and 
col. 15, lines 30-47). Given that the polymer-dispersed pigment is dispersed in liquid vehicle at 
pH of 3-8, it is clear that the polymer-dispersed pigment is stable at such pH. 



Application Number: 10/824,173 
Art Unit: 1714 



Page 3 



In light of the above, it is clear that Kurabayashi anticipates the present claims. 

3. Claims 1,6-11, 17-18, 23, 25, 29-30, and 36 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Arita et al. (U.S. 6,730,149). 

Arita et al. disclose ink jet ink comprising liquid vehicle and polymer-dispersed pigment 
dispersed in liquid vehicle at pH of 7-10 wherein the polymer-dispersed pigment is pigment 
encapsulated with a polymer wherein the polymer is obtained from hydrophilic monomer and 
hydrophobic monomer such as styrene. There is also disclosed system comprising substrate and 
ink jet pen containing the ink and method of printing an image comprising jetting the above ink 
onto substrate (col.l, lines 8-10, col.4, lines 1-11, col.5, lines 19 and 32-38, col.22, lines 61-6, 
col.24, lines 14-16, col.25, lines 10-12 and 21-22, col.26, lines 46-65, col.27, lines 21-23, col.29, 
lines 50-60, col.30, lines 2-11, col.30, line 55-col.32, line 6, and col.58, lines 1-52). Given that 
the polymer-dispersed pigment is dispersed in liquid vehicle at pH of 7-10, it is clear that the 
polymer-dispersed pigment is stable at such pH. 

In light of the above, it is clear that Arita et al. anticipate the present claims. 

4. Claims 1-11, 17-25, 29-32, and 36 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Nakamura et al (U.S. 2003/0195274). 

Nakamura et al. disclose ink jet ink comprising liquid vehicle and polymer-dispersed 
pigment dispersed in liquid vehicle at pH of 7.5-8.5 wherein the polymer-dispersed pigment is 
pigment encapsulated with a polymer wherein the polymer is obtained from hydrophilic 
monomer such as vinyl sulfonic acid and (meth)acrylic acid and hydrophobic monomer such as 
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styrene or alkyl (meth)acrylate. Attention is drawn to Table 2, MCP-7 which discloses pigment 
encapsulated with polymer obtained from 20% methacrylic acid, 20% vinyl sulfonic acid, 8% 
vinyl pyrrolidone, 20% styrene, 20% butyl acrylate, and 12% ethylhexyl methacrylate or from 
48% hydrophilic monomer and 52% hydrophobic monomer. There is also disclosed system 
comprising substrate and ink jet pen containing the ink and method of printing an image 
comprising jetting the above ink onto substrate (paragraphs 1-2, 102, 185, 198, 201-203, 269, 
271-271, 292, and 318). Given that the polymer-dispersed pigment is dispersed in liquid vehicle 
at pH of 7.5-8.5, it is clear that the polymer-dispersed pigment is stable at such pH. 

In light of the above, it is clear that Nakamura et al. anticipate the present claims. 

5. Claims 1,6-11,17-18, 22-25, 27-30, 32, and 34-36 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Miyabayashi (U.S. 6,864,302). 

Miyabayashi discloses first ink comprising liquid vehicle and polymer-dispersed pigment 
dispersed in liquid vehicle at pH of 8-9 wherein the polymer-dispersed pigment is pigment 
encapsulated with a polymer wherein the polymer is obtained from hydrophilic monomer and 
hydrophobic monomer such as styrene. There is also disclosed ink set comprising the first ink as 
well as second ink comprising pigment encapsulated with cationic polymer. It is disclosed that 
upon printing the two inks, there is reduced color bleed. There is also disclosed system 
comprising substrate and ink jet pens containing each of the first ink and second ink and method 
of printing an image comprising jetting the above inks onto substrate (col.l, lines 7-9, 27-42, 
and 58-60, col.3, lines 66-67, col.4, lines 37-47, col.9, lines 45-61, col.10, lines 19-22, col.13, 
lines 23-53, col.16, lines 36-43, col.18, lines 54-55, col.31, lines 16-23 and 60-61, col.32, lines 
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21-48, col.39, lines 28-29, col.51, lines 56-63, and example 5). Given that the polymer-dispersed 
pigment is dispersed in liquid vehicle at pH of 8-9, it is clear that the polymer-dispersed pigment 
is stable at such pH. 

Attention is called to example 5 that comprises ink set comprising black ink comprising 
pigment encapsulated with polymer obtained 24% hydrophilic monomer and 76% hydrophobic 
monomer as well as cyan, magenta, and yellow inks comprising pigment encapsulated with 
cationic polymer. 

In light of the above, it is clear that Miyabayashi anticipates the present claims. 

6. Claims 18-25 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 00/20520. 

WO 00/20520 discloses ink jet system comprising substrate and ink jet printing device 
comprising pigment encapsulated with polymer obtained from hydrophilic monomer including 
sulfonic acid group containing monomers such as styrene sulfonic acid and hydrophobic 
monomer such as styrene. Although there is no explicit disclosure of ink jet pen comprising the 
ink, it is clear that ink jet printing device would inherently contain ink jet pen that would contain 
the ink (page 1, lines 4-6 and 9, page 2, lines 10-13 and 23-35, page 3, lines 15-17 and 23-25, 
page 4, lines 7-8, page 6, lines 18-22, page 6, line 31 -page 7, line 10, and example 1). Attention 
is drawn to example 1 that discloses pigment encapsulated with polymer obtained from 12% 
hydrophilic monomer and 88% hydrophobic monomer. 

In light of the above, it is clear that WO 00/20520 anticipates the present claims. 
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Claim Rejections - 35 (JSC S 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

8. Claims 12-13, 26, and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kurabayashi (U.S. 6,790,878). 

Kurabayashi discloses ink jet ink comprising liquid vehicle and polymer-dispersed 
pigment dispersed in liquid vehicle at pH of 3-8 wherein the polymer-dispersed pigment is 
pigment encapsulated with a polymer wherein the polymer is obtained from hydrophilic 
monomer such as vinyl sulfonic acid and (meth)acrylic acid and hydrophobic monomer such as 
styrene or alkyl (meth)acrylate (col.l, lines 19-16, col.3, lines 50-52 and 58-67, col.4, line 66- 
col.5, line 4, col.6, lines 14 and 45-47, col.8, lines 1-21 and 34-36, col.9, lines 13-21, and col.10, 
lines 1-2 and 11-16). Given that the polymer-dispersed pigment is dispersed in liquid vehicle at 
pH of 3-8, it is clear that the polymer-dispersed pigment is stable at such pH. 
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While Kurabayashi discloses the use of pigment encapsulated with a polymer wherein the 
polymer is obtained from hydrophilic monomer such as vinyl sulfonic acid and (meth)acrylic 
acid and hydrophobic monomer such as styrene or alkyl (meth)acrylate, there is no explicit 
disclosure of the use of styrene-vinyl sulfonic copolymer or styrene-butyl acrylate-methacrylic 
acid-vinyl sulfonic acid copolymer. 

However, while Kurabayashi fails to exemplify the presently claimed ink nor can the 
claimed ink be "clearly envisaged" from Kurabayashi as required to meet the standard of 
anticipation (cf. MPEP 2131.03), nevertheless, in light of the overlap between the claimed ink 
and the ink disclosed by Kurabayashi, absent a showing of criticality for the presently claimed 
copolymers, it is urged that it would have been within the bounds of routine experimentation, as 
well as the skill level of one of ordinary skill in the art, to use ink which is both disclosed by 
Kurabayashi and encompassed within the scope of the present claims an thereby arrive at the 
claimed invention. 

Allowable Subject Matter 
9. Claims 14-16 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Claims 14-16 would be allowable if rewritten in independent form given that there is no 
disclosure or suggestion in the "closest" prior art Kurabayashi et al .(U.S. 6,790,878), Arita et al. 
(U.S. 2003/0010252), Nakamura et al. (U.S. 2003/0195274), Miyabayashi (U.S. 6,864,302), or 
WO 00/20520 of ink jet ink comprising pigment encapsulated with polymer wherein the polymer 
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is styrene-trifluoroacrylic acid-vinyl sulfonic acid, styrene-a-(trifluoromethyl)acrylic acid-vinyl 
sulfonic acid copolymer, or styrene-trifluoro acrylic acid copolymer. 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

EP 555649 discloses ink jet ink comprising pigment having attached ABC triblock 
polymer, however, there is no disclosure that the polymer-dispersed pigment is stable in the ink 
at pH from about 5.5 to 8.5 as required in present claims 1 and 30 and no disclosure that the 
polymer-dispersed pigment is a pigment encapsulated with polymer as presently claimed. 

EP 1077238 disclose ink jet ink comprising liquid vehicle and pigment encapsulated by 
copolymer obtained from hydrophilic monomer and hydrophobic monomer as well as ink set 
comprising the ink as well as second ink comprising cationic polymer. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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